
62

37 CFR Ch. I (7–1–99 Edition) §§ 1.122—1.24

from the patent are to be used to mark
the amendments being made. If a claim
is amended pursuant to paragraph
(b)(2)(i)(A) of this section, a parenthet-
ical expression ‘‘amended,’’ ‘‘twice
amended,’’ etc., should follow the origi-
nal claim number.

(ii) Each amendment submission
must set forth the status (i.e., pending
or cancelled) as of the date of the
amendment, of all patent claims and of
all added claims.

(iii) Each amendment when origi-
nally submitted must be accompanied
by an explanation of the support in the
disclosure of the patent for the amend-
ment along with any additional com-
ments on page(s) separate from the
page(s) containing the amendment.

(3) Drawings. (i) Amendments to the
original patent drawings are not per-
mitted. Any change to the patent
drawings must be by way of a new
sheet of drawings with the amended
figures identified as ‘‘amended’’ and
with added figures identified as ‘‘new’’
for each sheet changed submitted in
compliance with § 1.84.

(ii) Where a change to the drawings is
desired, a sketch in permanent ink
showing proposed changes in red, to be-
come part of the record, must be filed
for approval by the examiner and
should be in a separate paper.

(4) The disclosure must be amended,
when required by the Office, to correct
inaccuracies of description and defini-
tion, and to secure substantial cor-
respondence between the claims, the
remainder of the specification, and the
drawings.

(5) No reissue patent shall be granted
enlarging the scope of the claims of the
original patent unless applied for with-
in two years from the grant of the
original patent, pursuant to 35 U.S.C.
251. No amendment to the patent may
introduce new matter or be made in an
expired patent.

(6) All amendments must be made
relative to the patent specification, in-
cluding the claims, and drawings,
which is in effect as of the date of fil-
ing of the reissue application.

(c) Amendments in reexamination pro-
ceedings: Any proposed amendment to
the description and claims in patents
involved in reexamination proceedings

must be made in accordance with
§ 1.530(d).

[62 FR 53192, Oct. 10, 1997; 62 FR 61235, Nov.
17, 1997]

§§ 1.122—1.24 [Reserved]

§ 1.125 Substitute specification.

(a) If the number or nature of the
amendments or the legibility of the ap-
plication papers renders it difficult to
consider the application, or to arrange
the papers for printing or copying, the
Office may require the entire specifica-
tion, including the claims, or any part
thereof, be rewritten.

(b) A substitute specification, exclud-
ing the claims, may be filed at any
point up to payment of the issue fee if
it is accompanied by:

(1) A statement that the substitute
specification includes no new matter;
and

(2) A marked-up copy of the sub-
stitute specification showing the mat-
ter being added to and the matter
being deleted from the specification of
record.

(c) A substitute specification sub-
mitted under this section must be sub-
mitted in clean form without markings
as to amended material.

(d) A substitute specification under
this section is not permitted in a re-
issue application or in a reexamination
proceeding.

[62 FR 53193, Oct. 10, 1997]

§ 1.126 Numbering of claims.

The original numbering of the claims
must be preserved throughout the pros-
ecution. When claims are canceled the
remaining claims must not be renum-
bered. When claims are added, they
must be numbered by the applicant
consecutively beginning with the num-
ber next following the highest num-
bered claim previously presented
(whether entered or not). When the ap-
plication is ready for allowance, the
examiner, if necessary, will renumber
the claims consecutively in the order
in which they appear or in such order
as may have been requested by appli-
cant.

[62 FR 53194, Oct. 10, 1997]
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